
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/700,636 



1 1/05/2003 



23373 7590 07/25/2006 

SUGHRUE mion, pllc 

2100 PENNSYLVANIA AVENUE, N.W. 
SUITE 800 

WASHINGTON, DC 20037 



Satoshi Banno 



Q78I74 



4859 



EXAMINER 



SHEDRICK, CHARLES TERRELL 



ART UNIT 



PAPER NUMBER 



2617 

DATE MAILED: 07/25/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



vifitc /iuiri/ff v/u / f ## i tat y 


Application No. 

10/700,636 


Applicant(s) 

BANNO, SATOSHI 


Examiner 

Charles Shedrick 


Art Unit 

2617 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
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1 . The Art Unit location of your application in the USPTO has changed. To aid in 
correlating any papers for this application, all further correspondence regarding this application 
should be directed to Art Unit 2617. 

DETAILED ACTION 
Response to Arguments 

2. Applicant's arguments filed 5/9/06 have been fully considered but they are not 
persuasive. 

3. In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., a portable 
telephone which determines a position method to be performed on the next positioning based on 
the location information obtained by the previous positioning.) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 1 81, 26 

USPQ2d 1057 (Fed. Cir. 1993). 

Claim Rejections - 35 USC § 102 
1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1,2,5,7,8, 1 1, and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
(Vilppula et al. US 2002/0019698 Al, "Vilppula"). 
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Consider claims 1 and 7, Vilppula teaches a portable telephone and position selection 
method capable of determining a location of the telephone with a global positioning system 
(figure 8 and paragraph 0078), wherein the telephone has a calculation unit (i.e., see at least 
inherent functionality of device 100) which calculates a distance between an objective point and 
the location of the telephone (i.e., position determination)(abstract, paragraphs 0006,0013- 
0030), determination unit (i.e., inherent functionality of device 100) which determines an 
existence area where the telephone is located according to the calculated distance(abstract, 
paragraphs 0006,0013-0030), and a selection unit (i.e., inherent functionality of device 100) 
which selects a positioning method from a plurality of positioning method of different 
positioning accuracies according to the determination results(i.e., Quality thresholds and various 
parameters can be set on the basis of position accuracy. The parameters describing the quality is 
stored Xparagraphs 0007,0011,0044,0047-0048,0052,0056,and 0066). 

Consider claims 2 and 8 and as applied to the portable telephone according to claim 1 
and the position selection method of claim 7, Vilppula teaches wherein said selection unit 
selects a detailed positioning method when said existence area is an area near said objective 
point (i.e., at any given time, the PMSD can automatically determine the best positioning method 
available, which can be specified by user or application)(paragraph 0007-0009,003 l-0033,and 
0052), selects a rough positioning method for performing rough positioning when said existence 
area is an area far from said objective point(i.e., user/application can choose a method based on 
accuracy or various conditions such as distance from a given point)(paragraph 0007-0009,0031- 
0033,and 0052), and selects one of the positioning methods when said existence area is an 
intermediate area to said objective point(i.e., user/application can choose method based on 
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accuracy or various conditions such as distance from a given point)(paragraph 0007-0009,0031- 
0033,and 0052). 

Consider claims 5 and 11 and as applied to the portable telephone according to claim 
2 the position selection method of claim 8, wherein the detailed positioning method determines 
the location of the telephone using said global positioning system (paragraphs 0002-0003, 
0011,0051, 0078, and figure 8). 

Consider claim 13, Vilppula teaches a computer readable medium storing program 
performing a positioning selecting method for a portable telephone capable of determining a 
location of the telephone with a global positioning system (paragraphs 0025-0030), wherein 
said program causes a computer to execute a process of calculating a distance between an 
objective point and the location of the telephone (i.e., position determination)(abstract, 
paragraphs 0006,0013-0030), a process of determining an area where the telephone is located 
according to the calculated distance( i.e., position determination)(abstract, paragraphs 
0006,0013-0030), and a process of selecting one positioning method from a plurality of 
positioning methods of different positioning accuracies according to the determination 
results(paragraphs 0007,0011,0044,0047-0048,0052,0056,and 0066). 

Claim Rejections - 35 USC §103 
2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claim 3,4,6,9, 10,and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
(Vilppula et al. US 2002/0019698 Al, "Vilppula" in view of Hayashida US Patent No.: 
6,963,749 B2). 

Consider claims 3 and 9 and as applied to the portable telephone according to claim 
2 and the position selection method of claim 8, Vilppula teaches wherein, when said existence 
area is the intermediate area, said selection unit selects one of the positioning methods (i.e., 
user/application can choose methods based on accuracy or various conditions such as distance 
from a given point)(paragraph 0007-0009,0031-0033,and 0052) 

However, Vilppula does not specifically teach a method according to a reception level of 
a signal received from a base station. 

In the same field of endeavor, Hayashida teaches a method according to a reception level 
of a signal received from a base station (col. 5 lines 12 -38). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify Vilppula to include a method according to a reception level of 
a signal received from a base station as taught by Hayashida for the purpose of position and 
location determination. 
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Consider claims 4 and 10 and as applied to the portable telephone according to claim 
3 and the position selection method of claim 9, Vilppula teaches wherein, when selecting one 
of the positioning methods according to parameter values and various conditions (paragraphs 
0006,0008-0009, 0032-0033), said selection unit determines parameters to be compared to the 
parameters and conditions according to the calculated distance(paragraphs 0006,0008-0009, 
0032-0033). 

However, Vilppula does not specifically teach according to the reception level and 
threshold level. 

In the same field of endeavor, Hayashida teaches according to the reception level and 
threshold level (col. 5 lines 12 -38). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify Vilppula to include a method according to a reception level 
and threshold as taught by Hayashida for the purpose of position and location determination. 

Consider claims 6 and 12 and as applied to the portable telephone according to claim 
2 and the position selection method of claim 8. Vilpulla teaches wherein the rough positioning 
determines the location of the telephone (abstract, paragraphs 0006,0013-0030). 

However, Vilppula does not specifically teach using a base station. 

In the same field of endeavor, Hayashida teach using a base station (col. 5 lines 12 -38, 
and col. 7 lines 3-11). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify Vilppula to include location information of a base station as 



Application/Control Number: 1 0/700,636 Page 7 

Art Unit: 2617 

taught by Hayashida for the purpose of position and location determination. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles Shedrick whose telephone number is (571)-272-8621. 
The examiner can normally be reached on Monday thru Friday 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kincaid Lester can be reached on (571)-272-7922. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Charles Shedrick 
AU2617 
July 13, 2006 
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SUPERVISORY PRIMARY EXAMINER 



